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Art Unit 

1651 



- The MAILING DATE f this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenm adjustment. See 37 CFR 1 .704(b). 

Status 

1 Responsive to communication{s) filed on j^^^. 
2a)n This action is FINAL. 2b)EI Tliis action is non-final. 

3) 0 Since tliis application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) 0 Claim(s) is/are pending in the application. 

4a) Of the above claim(s) ^^'iO is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. • 

6) E] Claim(s) /""cZ^ is/are rejected. 

Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) £^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) Paper No{s). . 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) CD Notice of Informal Patent Application (PTO-152) 

6)0 Other: 



2) lJ Notice of Draflsperson's Patent Drawing Review (PTO-948) / 

3) 13 Infomiation Disclosure Statement(s) (PTO-1449) Paper Nofs) /^>^ 
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DETAILED ACTION 

Applicant's election with traverse of Group I, claims 1-29 in Paper No. 4 is 
acknowledged. The traversal is on the ground(s) that there is no serious burden of 
search and that the use of the product is not materially different, however, since the 
product claims must be weighed with respect to their own merits. Applicants can not rely 
on the use of the product for patentability purposes, because the patentability of the 
product must be weighted upon the merits of the product alone and its use is not 
necessarily given any patentable weight. The process and the product do have one 
way distinctness in the art and their classification is different. This is not found 
persuasive because of those reasons set forth above. 

The requirement Is still deemed proper and is therefore made FINAL. 

Claims 30-40 are withdrawn from further consideration pursuant to 37 CFR 
1 .142(b), as being drawn to a nonelected claims, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in Paper 
No. 4. 

Claims 1-29 are examined on the merits. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification siiall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-29 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 
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Claims 1-29 are rendered vague and indefinite for the recitation of "and/or 
desirable sensations" in claim 1 at lines 3-4, wherein it is unclear what Applicant is 
defining in the claim to be such sensations. What are these sensations, per se? The 
metes and bounds of the claims can not be determined. Also the term "desirable" is 
subjective in its meaning and is not a clear and definite term for use in the claims. 

Claim 4 is further rendered vague and indefinite for the recitation of the 
terminology "relative to the composition" because It is uncertain whether the meaning is 
intended to be 0.01 weight percent of said composition or what. Thus, the metes and 
bounds are unclear and can not be determined. It is suggested to change language 
instead to -of said composition--. 

Claim 5 is further rendered vague and indefinite for the recitation of "a wet 
component and a dry component" at line 2. It is unclear whether or not the extract is dry 
or wet, but how can it be both? Again the metes and bounds of the claim can not be 
determined for this reason. 

Claim 6 is rendered vague and Indefinite for "one of a powder and a paste" for 
same reason basically as noted above for claim 5. It is uncertain whether Applicant 
intends extract to be a powder or a paste, but again how can it be both? Perhaps these 
are additional ingredients but what are they, per se? 

Claim 19 is further rendered vague and indefinite for failing to recite proper 

Markush Group type language for "and any other to the oral cavity" it is uncertain 

what components are in the group. The metes and bounds of the group can not be 
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determined. It is suggested to delete the language and simply end the Markush Group 
by inserting -and — before "a fluid" at line 4. 

Claim Objections 

Claim 26 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. In addition, claim 26 can 
not depend from a proceeding claim and most likely should depend from claim 25. 
Please correct as this may be a typo. 

Ciaim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shaii be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-29 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Romero et al., as cited on the enclosed copy of the PTO-1449 Form (page 2 of 4). 

Claims are drawn to an extract product of Heliopsis longipes root. 

Romero et al. Teach an extract product of Heliopsis longipes root, see entire 
document. 

The claims are considered to be identical to the cited disclosure and are 
therefore, considered to be anticipated by the teachings therein. 



Application/Control Number: 10/014,909 



Page 5 



Art Unit: 1651 

All claims fail to be patentably distinguishable over the state of the art discussed 
above and cited on the enclosed PTO-892 and/or PTO-1449. Therefore, the claims are 
properly rejected. 

The remaining references listed on the enclosed PTO-892 and/or PTO-1449 are 
cited to further show the state of the art. 
No claims are allowed. 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Deborah K. Ware whose telephone number is 308-4245. 
The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Wityshyn can be reached on 308-4743. The fax phone numbers for 
the organization where this application or proceeding is assigned are 305-3592 for 
regular communications and 305-3592 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 308-0196. 




Deborah K. Ware 
July 14, 2003 



